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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 14-35 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Independent claim 14 has been amended to 
include the limitation to: "such that machined at one time is a portion of said side face, 
of said one of said stationary scroll wrap and said slewing scroll wrap, extending 
substantially for a height of said one of said stationary scroll wrap and said slewing 
scroll wrap". Claim 28 includes the limitation to: "Hale-machining said side face of said 
one of said stationary scroll wrap and said slewing scroll wrap by moving said non- 
rotational blade along the longitudinal direction of said one of said stationary scroll wrap 
and said slewing scroll wrap results in an entirety of said side face of said one of said 
stationary scroll wrap and said slewing scroll wrap being machined in one pass of said 
non-rotational blade." The originally filed disclosure does not state that a portion of the 
side face extending for a height of the scroll wrap is machined at one time or that the 
entirety of the side face of the scroll wrap is machined in one pass. Figure 2C shows 
the resulting scroll wrap with multiple horizontal lines that can occur from multiple 
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passes of the non-rotational blade. Claims 15-35 are rejected by virtue of their 
dependence on claim 14. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 14-18, 22-24, and 28-32 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over BISHOP (World Intellectual Organization Publication Number 
WO 89/08522). 

Regarding claim 14, BISHOP discloses: 

• A method for machining a scroll wrap, comprising: 

• forming a stationary scroll having an end plate and a scroll wrap extending from 
said end plate thereof (see Figures 1-2, Page 2, lines 12-14), said scroll wrap 
of said stationary scroll having a side face (see Figures 1-2 which show that the 
stationary scroll has a side face) (see Page 1, lines 13-17), 

• forming a slewing scroll having an end plate and a scroll wrap extending from 
said end plate thereof (see Figures 3-4, Page 2, lines 12-14), said scroll wrap 
of said slewing scroll having a side face (see Figures 3-4 which show that the 
slewing scroll has a side face) (see Page 1, lines 13-17), 
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• wherein said side face of said stationary scroll wrap and said side face of said 
slewing scroll wrap are configured to slide with respect to each other in use 
(Page 1, lines 18-34); and 

• Hale-machining said side face of one of said stationary scroll wrap and said 
slewing scroll wrap by moving along a longitudinal direction of said one of said 
stationary scroll wrap and said slewing scroll wrap a non-rotational blade (see 
Figures 1 , 5-7, and 12-17; Page 4, line 25 - Page 5, line 24, Page 1 1 , line 
27+) such that machined at one time is a portion of said side face of said one of 
said stationary scroll wrap and said slewing scroll wrap (see Figure 14, Page 4, 
line 25 - Page 5, line 24, which shows that machined at one time is a portion of 
the side face). 

Regarding claims 15 and 29, BISHOP discloses: 

• the non- rotational blade has a length greater than the height of said one of said 
stationary scroll wrap and said slewing scroll wrap (see Figure 7). 

Regarding claims 16, 22, and 30, BISHOP discloses: 

• cutting-machining by end milling both said side face of said one of said 
stationary scroll wrap and said slewing scroll wrap and a surface of said end 
plate from which said one of said stationary scroll wrap and said slewing scroll 
wrap extends (see Figures 9-11 and 1 5; Page 1 1 , lines 1 7 - 26 and Page 1 5, 
lines 27 - 33), 

• wherein both said Hale-machining and said cutting-machining are performed 
while the one of said stationary scroll and said slewing scroll having said one of 
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said stationary scroll wrap and said slewing wrap is fixed in a chuck (see Figure 
1 5, Page 1 1 , line 32 - Page 1 6, line 25). 
Regarding claims 17, 23, and 31 , BISHOP discloses: 

• machining a surface of said end plate from which said one of said stationary 
scroll wrap and said slewing scroll wrap extends with the same non-rotational 
blade used for said Hale-machining of said side face of said one of said 
stationary scroll wrap and said slewing scroll wrap (see Figure 7 which shows 
that the end plate is also machined with the same non-rotational blade used for 
Hale-machining the side faces); and 

• performing a finish cutting with a different non-rotational blade than that used for 
said Hale-machining of said side face of said one of said stationary scroll wrap 
and said slewing scroll wrap (see Figures 9-11 and 1 5; Page 1 1 , lines 1 7 - 
Page 16, line 25); 

• wherein said Hale-machining, said machining, and said finish cutting are 
performed while the one of said stationary scroll and said slewing scroll having 
said one of said stationary scroll wrap and said slewing scroll wrap is fixed in a 
chuck (see Figure 1 5; Page 1 1 , lines 1 7 - Page 1 6, line 25). 

Regarding claims 18, 24, and 32, BISHOP discloses: 

• simultaneously machining a surface of said end plate from which said one of 
said stationary scroll wrap and said slewing scroll wrap extends with the same 
non-rotational blade used for said Hale-machining of said side face of said one 
of said stationary scroll wrap and said slewing scroll wrap (see Figure 7 which 
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shows that the end plate is simultaneously being machined using the same non- 
rotational blade (1 1 or 12) used for Hale-machining the side faces). 
Regarding claim 28, BISHOP discloses: 

• Hale-machining said side face of said one of said stationary scroll wrap and said 
slewing scroll wrap by moving said non-rotational blade along the longitudinal 
direction of said one of said stationary scroll wrap and said slewing scroll wrap 
results in said side face of said one of said stationary scroll wrap and said 
slewing scroll wrap being machined by said non-rotational blade (Page 4, line 30 
- Page 5, line 24). 

BISHOP further discloses that "the tool is engaged with the wrap for a small depth 
compared to the depth engagement when the entire surface of the wrap (say 30 mm 
deep) is machined at once in the case of end-milling," (Page 5, line 33 - Page 6, line 6) 
and that multiple longitudinal passes are made with the non-rotational blade (see Page 
4, line 30 - Page 5, line 24). In the current application, the applicant does not disclose 
the scroll wraps being machined at one time the entire height of the wrap, and likewise, 
does not disclose the benefits of doing a single machining operation. 

However, BISHOP fails to disclose machined at one time is a portion of said side 
face, of said one of said stationary scroll wrap and said slewing scroll wrap, extending 
substantially for a height of said one of said stationary scroll wrap and said slewing 
scroll wrap so that either one of the stationary scroll wrap or the slewing scroll wrap side 
faces are machined in their entirety with one pass. 
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It would have been obvious to a person having ordinary skill in the art at the time 
of the invention was made to have machined at one time the scroll wrap extending the 
height of the wrap in a longitudinal direction in the scroll machining of BISHOP, in order 
to reduce the machining time. Furthermore, BISHOP discloses end milling is performed 
in one pass (see Page 5, line 33 - Page 6, line 6), and therefore, it would have been 
obvious to a person having ordinary skill in the art at the time of the invention was made 
to have tried machining the entirety of the side surface of either one of the stationary 
scroll wrap or slewing scroll wrap of BISHOP at one time extending the height of the 
wrap in one pass. 

5. Claims 19, 25, and 33 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over BISHOP. 

BISHOP discloses the claimed invention, however, fails to disclose machining a surface 
of the end plate with a different non-rotational blade than the Hale-machining blade, 
which was used for machining the side faces of the stationary scroll wrap. 

It is the examiner' s position that having a different non-rotational blade to 
machine the end-plate from the Hale-machining blade used for the side faces would 
have been obvious to one having ordinary skill in the art. More specifically, one having 
ordinary skill in the art would have generated a separate blade in order to machine the 
end-face in what ever shape or configuration desired. Utilization of two blades to 
perform the same machining as one blade involves only routine skill in the art. 

6. Claims 20, 26, and 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over BISHOP. 
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Regarding claims 20, 26, and 34, BISHOP discloses: 

• said side face of said one of said stationary scroll wrap and said slewing scroll 

wrap includes an inner side face and an outer side face (see Figures 1-4 which 

show the inner and outer side faces of the scrolls). 
However, he does not disclose the Hale-machining is performed on said inner side face 
and said outer side face in any one of an order from said inner side face to said outer 
side face and an order from said outer side face to said inner side face. 

BISHOP discloses using two separate non-rotational blades to machine the inner 
and outer side faces of the scroll wraps simultaneously (see Figures 5-7), as well as, 
utilizing one Hale-machining blade to machine the inner and outer wraps (see Figures 
1 2-1 4). It is the examiner' s position that the order of machining comprising of 
machining the inner than the outer wraps or the outer than the inner wraps would have 
been obvious to one having ordinary skill in the art when machining the scroll wraps 
using only one Hale machining blade. Generation of the order of machining when 
utilizing one Hale-machining blade involves only routine skill in the art. 
7. Claims 21, 27, and 35 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over BISHOP in view ofNIWA ETAL (U.S. Patent Number 4,615,091). 
BISHOP discloses the claimed invention as discussed above in claim 14, however, fails 
to disclose the resulting surface roughness of said side face of said one of said 
stationary scroll wrap and said slewing scroll wrap measures one micrometer at most. 
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The resulting surface roughness being one micrometer at most is a design 
resultant variable. NIWA ET AL discloses a cutting edge that depending on the amount 
of indexing would result in the desired size and finish (Column 1 , lines 44 - 65). 

It would have been obvious to a person having ordinary skill in the art at the time 
of the invention was made to have generated a surface roughness of less than one 
micrometer or any desired roughness, by changing the number of passes in the Hale- 
machining process of BISHOP. 

Response to Arguments 

8. Applicant's arguments with respect to claims 14-35 have been considered but are 
moot in view of the new ground(s) of rejection due to the newly amended claims. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Communication 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARY A. DAVIS whose telephone number is (571)272- 
9965. The examiner can normally be reached on Monday thru Thursday; 6:30 am - 
5:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thomas Denion can be reached on (571) 272-4859. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Mary A Davis/ /Thomas E. Denion/ 

Examiner, Art Unit 3748 Supervisory Patent Examiner, Art 

Unit 3748 



